m 

T Rt^tks Patent t^^^pmark Ofhce 




APP LICATION NO . 
09/473,713 



FILING DATE 
12/29/1999 



FIRS T NAMED INVENTOR 
GREGORY R.J. THATCHER 



-UNITED STATES DEPABTMKNT OF COMM KK^.^. 

Washington, D C. 20231 
wwwAiapto.gov 



I ATTORNEY DOCKET NO. 
1995-033-12U 



CONFIRMATION NO. 
1352 



7590 



01/16/2002 



STEPHEN J SCRIBNER 
PARTEQ INNOVATIONS 
QUEENS UNIVERSITY 
KINGSTON, K7L3N6 
CANADA 



EXAMINER 



DELACROIX MUIRHEI, CYBILLE 



ART UNIT 



PAPER NUMBER 



1614 

DATE MAILED: 01/16/2002 



(if 



Please fmd below and/or 



attached an Office communication concerning this appHcation or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/473,713 



Applicants) 



THATCHER et al. 



Examiner 

Cybille Delacroix-Muirheid 



Art Unit 

1614 



TsHOR™^ statutory period for reply .S set to expire MONTH,S, FROM 

THE MAILING DATE OF THIS COMMUNICATION. ^ ^ ^^^^^ ^^^^^^^ ^ ^^p,^ ,„ed 

- "sfxIei^orHrfro^'^^^^^^^^^^^^ statutory .ini.u. o, t.lrty ,30, days wi.l 

earned patent term adjustment. See 37 CFR 1.704(b,. 

Responsive to communication(s) filed on Nov. 5, 2001 " 



2b) K This action is non-final. 



Disposition of Claims 

4) K n.i^f.^ 1 1-20. 22. 24. 26A in^J^ 

4a) Of the above, claim (s) 12. 15. and 26 — 

5) K Claim(s) 



7) 0 Claim(s)_ 

8) n Claims 



is/are pending in the application. 
_ is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner 



is/are objected to by the Examiner. 



is: a)D approved b)^ disapproved. 



10)D The drawing(s) filed on 

1 1 )□ The proposed drawing correction filed on 

1 2)n The oath or declaration is objected to by the Examiner. 

ZZZ^^Z^. 0, a ,0, .0«„n p,:o«„ »n.., 35 U.SC I „9,..«,. 
a)D All b)D Some* c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. □ certified copies of the priority documents have been received in Applicaf on Na 

.see the attached^SSS Office action for a list of the certified not rece.v ■ 
14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19le). 

Attachment(s) 



1 5) ^ Notice of References Cited (PTO-8921 

16) □ Notice of Draftspei^on's Patent Drawing Review (PTO-948) 

17) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s). J3_ 



18) □ Interview Summary tPTO-413) Paper No(s). 

1 9) □ Notice of Informal Patent Application (PTO-1 52) 

20) 0 Other: 



U S Patent and Trademark Office 

PTO-326 (Rev. 9-00) 
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DETAILED ACTION 

The following is responsive to Applicant's amendment received Nov. 5, 2001 . 

New claims 33-40 are added. No claims are cancelled. Claims 11-20, 22, 24, 26, 28, 33-40 

are currently pending. 

The previous objection of claim 13 set forth in paragraph 2 of the office action mailed Jul. 5, 
2001 is withdrawn in view of Applicant's amendment and the remarks contained therein. 

AH previous claims rejections set forth in paragraphs 3-10 of the office action mailed Jul. 5, 
2001 are withdrawn in view of Applicant's amendment and the remarks contained therein. 

Allowable Subject Matter 

Claims 33-40 are free from the prior art because the prior art does not disclose or fairly 

suggest Applicant's claimed methods. 

New Ground of Rejection 

Claim Rejections - 35 USC § 112 
1. Claims 11,13, 14, 16-20, 22, 24 and 28 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In claim 11, the limitation where substituents E, Fl, F2, Gl, G2 are "the same or different 
organic radical" is vague and indefinite. Hie metes and bounds of this limitation are 
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™asce«ai„ab.ea„doneotordi.,ys«nin,hea«wou,d„o.bere*apprisedof«.escop=of 
fcclatadcompovmd and ultaatelyteclaimed mefl,od. in Cher words, ,he scope ofte 
i„vcn,ionca™,o.bedeteminedwiftareasonabMe^ofcc,.amn,.Applica„.isrespec«y 
„,„es«d»an,end.heola™s.o recite fl>= organic radicals -racedin^^cnvendve method. 
Mor»ver.in claims U and ,3,thcuseof"Fl-and"F2-ass„bs,i«ntsisvagucand 

i„def,ni.c because T is co—iy us«. .c represent fluorine in chen^ca. fo^uias and it is no. 
clear whetherFl and F2a«meant»addiaonallyrepresent fluorine as well as other organic 



moieties. 



Claim Rejections - 35 USC § 102 

2. Thefollowi„gisaquotationoftheappropriateparagraphsof35U.S.C. 102 that fonn the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

3. Claims 11 , 14, 24 and 28 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Miura 5,905,086. 

Mima discloses methods of treating anxiety neurosis or pamc disorder comprising 
administeringeffec.iveamountsofacompositioncompnsi„gnicorandil.Tlrecomposit,onsmay 

be formulated in .ablets, capsules, suspensions, etc. Please see col. 1, line 66 to col. 2, line 44; 

col. 3, lines 5-22. 
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With respect to claim 28, modulation of guanylyl cyclase activity would be inherent since the 
disclosed compound (nicorandil) anticipates the claimed generic compound. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cybille Delacroix-Muirheid whose telephone number is (703) 
306-3227. The examiner can normally be reached on Tue-Fri from 8:30 to 6:00. The examiner 
can also be reached on alternate Mondays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mariamie Seidel, can be reached on (703) 308-4725. The fax phone number for this 
Group is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 
CDM 

Jan. 1X2002 

/Cybille Delacroix-Muirheid 
Patent Examiner Group 1SQ2 



